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Charles C.H. Wu’'s bio

California licensed and practicing attorney for over 24 years; U.S. Patent
and Trademark Office for 25 years. He is a partner of the law firm he
founded. The law firm has 3 attorneys and 6 legal assistants

U.S. Supreme Court opinion (543 U.S. 111). The U.S. Supreme Court
opinion set forth the trademark Fair Use doctrine. 5 other Court of Appeal
published opinions. Over 200 patents and over 200 trademarks issued
where he is the attorney of record.

Cum laude graduate of U.S.C. School of Engineering. BS in Electrical
and Biomedical Engineering and his Master of Science degree in
Computer Engineering. Both from USC. Mr. Wu received his Juris Doctor
degree from Western State University, College of Law with a certificate In
tax emphasis.
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Donald Trump Funnies

« How Is Donald Trump going to shut down
the Dept. of Education?

By renaming it Trump University

- What does Melania see in Donald Trump?
en billion dollars

(C) CHARLES C.H. WU, ESQ. % & J8 /i 2017



What Iis a drug, chemical, or
pharmaceutical patent?

A monopoly property right issued by the U.S. Patent and
Trademark Office for 20 years from filing date.

R1
Y
|\ T N2
R =
RS

Markush structure — 15t chemical patent in 1925

Important in pharmaceutical industry because drugs and
medicine can easily be copied by reverse engineer
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. HOW TO OBTAIN STRONG PATENTS
SNBSS Rl

1. Retain the right patent attorney

Patent attorneys have specific technical backgrounds in various
technical fields:

Physics #7734, biology 4E#7=, chemistry {E=7, electrical
engineering, mechanical engineering, civil engineering.

Select the right patent attorney so he/she can understand the
technology

(C) CHARLES C.H. WU, ESQ. % 7 8 73 2017 7



Write strong patent claims working w patent attorneys

Prilosec

United States Patent o
Junggren et al.

[11] 4,255,431
[45] Mar. 10, 1981

[54] GASTRIC ACID SECRETION INHIBITING
SUBSTITUTED
2-2-BENZIMIDAZOLYL)-PYRIDINES,
PHARMACEUTICAL PREPARATIONS
CONTAINING SAME, AND METHOD FOR
INHIBITING GASTRIC ACID SECRETION

[75]1 Inventors: Ulf K. Junggren, Moinlycke; Sven E.
Sjostrand, Kungsbacka, both of
Sweden

[73] Assignee: Aktiebolaget Hassle, Mdlndal,
Sweden

[21] Appl. No.: 27,277

[22] Filed: Apr. 5, 1979

[30] Foreign Application Priority Data
Apr. 14, 1978 [SE] Sweden ....cccovcccnrennnnen. 7804231

[51] Int. Cl3 ... AGIK 31/84; COTD 401/12
[52] US. CL coovoeoreeeemrmneneenereneneenn. $28/263; 546/271;

546/301; 548/329
[58] Field of Search ... 546/271: 4247263

[56] " References Cited
U.S. PATENT DOCUMENTS

4,045,563 8/1977 Berntsson et al. ................... 546/271
4,045,564 B8/1977 Berntsson et al. ......ccvereen. 346/271
4,182,766 1/1980 Krassoetal ................ 546/271 X

FOREIGN PATENT DOCUMENTS
1804450 5/1970 Fed. Rep. of Germany .......... 546/271

OTHER PUBLICATIONS

Berntsson et al., Chem. Abst., 1976, vol. 85, No.
149139q.
Hideg et al., Chem. Abst., 1971, vol. 75, No. 98570g.

Primary Examiner—Henry R. Jiles

Assistant Examiner—Richard A. Schwartz
Attorney, Agent, or Firm—Brumbaugh, Graves,
Donohue & Raymond

[57] ABSTRACT

The present invention relates to novel compounds of
the formula

Rd
R? O
R3 R?
N
R! >—s—cn g
| o N
N R
|
H

wherein R! and RZ are the same or different and are
each hydrogen, alkyl, halogen, carbomethoxy, carbe-
thoxy, alkoxy, or alkanoyl, R¢ is hydrogen, methyl or
ethyl, R3, R4 and RS are the same or different and are
each hydrogen, methyl, methoxy, ethoxy, methoxye-
thoxy or ethoxyethoxy whereby R3, R4 and R are not
all hydrogen, and whereby when two of R3, R4 and RS
are hydrogen the third of R3, R* and RS is not methyl.
The compounds are potent gastric acid secretion inhibi-
tors.

29 Claims, No Drawings
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Prilosec — treat acid reflex, heartburn, stomach ulcers

We claim:

1. A method of inhibiting gastric acid secretion by
administering to mammals, including man, suffering
from gastric acid secretion disturbances a compound of
the formula III

R4 (110)

Rﬁ
>—S—CH =~

of a pharmaceutically acceptable salt thereof in a thera-
peuticaily effective amount in which R! and R2 are the
same or different and are selected from the group con-
sisting of hydrogen, lower alkyl, halogen, carbome-
thoxy, carbethoxy, lower alkoxy, and lower alkanoyl in
any position, Rf1is selected from the group consisting of
hydrogen, methyl, and ethyl, R3, and R5 are the same or
different and are each selected from the group consist-
ing of hydrogen, methyl, methoxy, ethoxy, methoxye-
thoxy, and ethoxyethoxy; and R4 is methoxy, ethoxy,

methoxyethoxy and ethoxyethoxy.
(C) CHARLES C.H. WU, ESQ. & & & {%}fﬁ 2017




2. Consider the invention from different
viewpoints:

1. The inventor’s viewpoint

2. The consumer’s viewpoint

3. The competitor’s viewpoint

(C) CHARLES C.H. WU, ESQ. % & & ifi 2017 10



1. The inventor’s viewpoint

Convey to the patent attorney with right information:

- How best describe the various embodiments that make
up the invention

- ldentify novelty of the invention

(C) CHARLES C.H. WU, ESQ. & & & ifi 2017
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2. The consumer’s viewpoint

-Features having high customer demands-
convert invention to practical uses.

Heelys sneakers -

(C) CHARLES C.H. WU, ESQ. % & J8& /i 2017
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James Jannard, Oakley’s founder, has
3 patents on optics that cover

“warp around” type of sunglasses and

makes a fortune litigating against large

sunglasses companies. Listed in Forbes
100 as 100 richest person in world.

Von Zipper's (a division of Billabong)
Backseat sunglasses

(C) CHARLES C.H. WU, ESQ. & & JE i 2017 13



3. The competitor’s Viewpoint

-Put yourself in the shoes of competitor and see if there
are alternative embodiments to get around the patent

BMW ANGEL EYES HEADLIGHTS — AFTER MARKET
PATENT LITIGATION

(C) CHARLES C.H. WU, ESQ. & & 78 {#Jifi 2017
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TUTORIAL OF THE MATTER

« AUTOMOTIVE HEADLAMP USING
INCANDESCENT STYLE LAMP WITH A
REFLECTIVE BACKGROUND

N Y W

S -t & 2 =
o= -.z‘:- ==
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U.S. Patent 7,407,311 B2, Pg. 1

S LIADILIEC AL AL TFForm 183 —— " 44801 AN

- SEE DEF.EX. 26
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SEE DEF. EX. 26
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If you’re the competitor, how would you
reverse engineer your invention? i [a] T %2

For drug patents, the process of making the
chemical compound Is the key.

For software, intentionally place a dummy
code inside to see other side copies blindly.

(C) CHARLES C.H. WU, ESQ. & & 8 i 2017 18



Heelys video


https://www.youtube.com/watch?v=IRkTTth1JM0�
https://www.youtube.com/watch?v=KDffUTS4QOw�
https://www.youtube.com/watch?v=KDffUTS4QOw�

Razor scooter vs. Heelys case
study (by cw)

Razor

Heelys

(C) CHARLES C.H. WU, ESQ. % & & ifi 2017
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Exclusivity:

FDA Form 3542 granting exclusive marketing rights upon
approval or a drug and can run concurrent or not
concurrent with a patent.

1. Orphan drug — 7 years

2. New chemical -5 Years

3. Others — 3 years

(C) CHARLES C.H. WU, ESQ. & £ J& )i 2017
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How to transition to a new
employer without fear of
being sued by previous
employer



1. Trade secretsig M ihEE
2. Shop right doctrine

If there Is no stealing of
trade secrets and no
violation of the shop right
doctrine, then there should
be no problem with the new
employer

(C) CHARLES C.H. WU, ESQ. % & & ifi 2017 24



1.What Is trade secret?

The Uniform Trade Secret Act (“UTSA”) defines a trade
secret as:

(1) Information, including a formula, pattern, compilation,
program, method, technique, or process;

(2) That derives independent economic value, actual or
potential, from not being generally known to or readily
ascertainable through appropriate means by other
persons;

(3) Subject of efforts that are reasonably under the
circumstances to maintain its secrecy

(18 U.S.C. 1839(3)(A)(B); California Civil Code 3426-3426.11)
The most famous trade secret is the formula for Coca Cola

(C) CHARLES C.H. WU, ESQ. & & JE i 2017 25



EXAMPLES OF TRADE SECRETS:

- Customer list (not publicly available),
-Particular manufacturing details (not publicly available)
-New invention that patent application has not been filed

-Market strategies

-Chemical compound making technigues

-Computer algorithms (i.e. Google search algorithms)

(C) CHARLES C.H. WU, ESQ. & & & f#Jifi 2017 26



Coca Cola trade secret video



2. What is the Shop Right Doctrine?

It is not shopping properly at Ralphs supermarket or shopping
property at South Coast Plaza

- Employer has a royalty free, non-exclusive right to use
employee’s invention

2.1 — Employed to Invent (facts supporting so. i.e. employer hire
a PhD in biochemistry to develop new chemical compound) —
Employer owns the invention.

(2 + 2.1 are frequently litigated in court because of
factual in nature)

(C) CHARLES C.H. WU, ESQ. & & JE #ifi 2017 28



Shop Right doctrine (con't)

2.2 A written Employment Agreement typically assigns the
intellectual property developed by W2 employees to the
employer. However, CA Labor Code 2870 states that an
employee’s invention without using employer’s resources
and not related to employer’s business or anticipated
business.

2.3 Independent contractor — 1099, the independent
contractor typically owns the invention unless assigned in

agreement.

(C) CHARLES C.H. WU, ESQ. & & & #ifi 2017
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Questions and
Answers
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